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DETAILED ACTION 

Claims 19-24, 27 and 28 are pending. Claims 19, 22, 23, 24, 27 and 28 are amended. 
Response to Arguments 
Applicant's arguments with respect to claims 19-23, 27 and 28 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 22, 24, and 28 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

The claims recite "to select the first-watermark" and "to add the selected first 
watermark" but they fail to disclose what happens when both of the watermarks do not 
exist in memory and the first watermark is always added regardless of the presence of 
the first or second watermark. In addition, they present only the position that both 
watermarks exist in memory and if the first watermark does not exist, then the second 
watermark is selected and applied to the original. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 19-21 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Wise (US 2002/0143649) in view of Kraslavsky (US 5,537,626). 
Regarding claims 19 and 27: 

Wise discloses a server connectable to a terminal apparatus and to a first printer 
via a network, the terminal apparatus being connected to a second printer, the server 
being not connected to the second printer, the server comprising: 

a first memory configured to store original data without a watermark [paragraphs 
24 and 26, it is inherent that the original is stored in a memory]; 

a second memory configured to store a watermark associated with a user ID of a 
user of the terminal apparatus, the second memory storing a plurality of the watermarks, 
at least one of the plurality of the watermarks being associated with each of a plurality of 
user IDs [paragraph 25, proof mark or watermark must exist in memory in order to be 
applied to the original, the proof mark can be associated with each of the plurality of 
user IDs] ; 

a third memory configured to store an access right associated with each of the 
plurality of the user IDs [paragraph 26, it is inherent that access rights exist for both the 
photographer and the user, each having a different access right]; and 

a controller [the examiner interprets a controller to be a CPU] configured, when 
one of a plurality of users requests the server to display the original data on a display of 
the terminal apparatus by inputting the user ID of the one of the plurality of the users 
[paragraph 25, the user logs on and inputs the ID number], to transform the original data 
into image data, to select the watermark associated with the user ID of the one of the 
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plurality of the users, to add the selected watermark to the image data, and to transmit 
the image data with the selected watermark to the terminal apparatus [paragraph 25, 
either the proof mark (examiner considers the proof mark a watermark) or the 
watermark is placed on the picture and transmitted to the user for viewing], 

wherein the controller is configured to control the first printer connected to the 
server to print the original data without the watermark when the user requests the server 
to print the transmitted image data and when the access right indicates that the user is 
permitted to print the original data [paragraph 26, upon order, the server sends the 
order to the finishing lab, where it is printed without a watermark], and 

Wise inherently discloses a terminal in which the user logs onto a site to view his 
photographs [paragraph 25]. Wise does not disclose wherein the terminal apparatus is 
configured to control the second printer connected to the terminal apparatus to print the 
transmitted image data with the selected watermark when the access right does not 
indicate that the user is permitted to print the original data. Kraslavsky discloses a 
computer connected to a printer [figure 1, terminal 22 is connected to printer 2, it is 
inherent that a user on computer 22 is able to print items that are available on terminal 
22]. All of the claimed elements were known in the prior art and one skilled in the art 
could have combined the elements as claimed by known methods with no change in 
their respective functions, and the combination would have yielded predictable results to 
one of ordinary skill in the art at the time of invention. 

Regarding claim 20: 
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Wise and Kraslavsky disclose the server according to claim 19, but they do not 
disclose a printing history memory that stores a printing history of printing the original 
data without the watermark, wherein the controller stores a printing history in the 
printing history memory when the original data without the watermark is printed. 
Examiner takes official notice that it is well known in the art that servers record 
transactions into a transaction log/history. This is done to settle disputes as well as 
track revenue. It would have been obvious to modify the server of Wise and Kraslavsky 
to incorporate a transaction history in order to settle disputes and track revenue [the 
transaction log also serving as a printing history as the files that are purchased are the 
files that are printed]. 

Regarding claim 21 : 

Wise and Kraslavsky disclose the server according to claim 19, further 
comprising: 

a cache memory that stores the image data with the watermark [Wise, paragraph 
24, it is inherent that a server has a cache in which most recent or frequent information 
gets placed into], 

wherein the controller stores the image data with the watermark in the cache 
memory when the controller adds the watermark to the image data, and the controller 
forwards the image data with the watermark from the cache memory to the terminal 
apparatus when the original data is requested in association with the same user ID 
[Wise, paragraph 24, it is inherent that the image data with the watermark will be in the 
cache when it is being used by the server]. 
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Claims 22, 23, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wise in view of Stefik (US 2001/0008557) and Lofgren (US 
2002/0154144). 

Wise discloses a server connectable to a terminal apparatus and to a first printer 
via a network, the terminal apparatus being connected to a second printer, the server 
being not connected to the second printer, the server comprising: 

a first memory configured to store original data without a watermark [paragraphs 
24 and 26, it is inherent that the original is stored in a memory]; 

a second memory configured to store a first watermark associated with a 
document ID of the original data and with a first user ID of a user of the terminal 
apparatus, and a second watermark associated with the same document ID as the first 
watermark and with a second user ID indicating a plurality of users including the 
predetermined user [paragraph 25, proof mark or watermark must exist in memory in 
order to be applied to the original, the proof mark can be associated with each of the 
plurality of user IDs; paragraph 23 photo ID number]; 

a controller [the examiner interprets a controller to be a CPU] configured, when 
the user requests the server to display the original data on a display of the terminal 
apparatus by inputting the document ID and the first user ID of the one of the plurality of 
the users [paragraph 25, the user logs on and inputs the ID number]. 

Wise does not disclose a watermark associated with a folder ID and to determine 
whether the first watermark and the second watermark are stored in the second 
memory with respect to the document ID, folder ID, and the first user ID, to transform 
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the original data into image data, to select the first watermark as a priority with respect 
to the second watermark when the first watermark and the second watermark are stored 
in the second memory with respect to the document ID, folder ID, and the first user ID, 
to add the selected first watermark to the image data, and to transmit the image data 
with the selected first watermark to the terminal apparatus. Stefik discloses having the 
username in the watermark of a specific document along with other various information 
such as document name and place of printing (Figure 6, 616-617). It would have been 
obvious to one or ordinary skill in the art at the time of invention to modify the system of 
Wise in order to include a watermark for a folder (the path name) or a user group of 
Stefik in order to watermark the document with a user group's or folder's watermark 
(path name). Wise and Stefik do not disclose selecting a first watermark as a priority 
with respect to the second watermark. Lofgren discloses two types of watermarks, 
robust and fragile. Robust watermarks survive signal processing such as scaling, 
rotation, cropping, editing, etc. [paragraph 46]. Fragile watermarks degrade predictably 
and are broken on any modification [paragraph 70]. The fragile watermark may be 
selected and used in addition to the robust watermark [paragraphs 70 and 71]. The 
examiner considers the fragile watermark to have a priority over the robust watermark 
as it is easily broken and detects tampering. The act of applying the watermark 
inherently requires the watermark to first be selected and then applied to the image 
data. It would have been obvious to one of ordinary skill in the art at the time of 
invention to modify the system of Wise and Stefik to include robust and fragile 
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watermarks as disclosed by Lofgen in order to identify the image and detect 
unauthorized copies [paragraph 71]. 

Allowable Subject Matter 

Claim 24 would be allowable if rewritten or amended to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action. 

The following is a statement of reasons for the indication of allowable subject 
matter: 

The prior arts made of record do not disclose or render obvious obtaining the 
folder ID of the folder which includes the original data associated with the document ID 
when the first watermark is not stored in the second memory with respect to the 
document ID and the first user ID, to select the first watermark as a priority with respect 
to the second watermark when the first watermark and the second watermark are stored 
in the second memory with respect to the folder ID and the first user ID. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES TURCHEN whose telephone number is 
(571)270-1378. The examiner can normally be reached on MTWRF 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kristine Kincaid can be reached on (571)272-4063. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Kristine Kincaid/ 

Supervisory Patent Examiner, Art Unit 2139 



